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DETAILED ACTION 
Claim Objections 

1. Claims 4 and 6 are objected to under 37 CFR 1.75(c) as being in improper form 
because a multiple dependent claim cannot depend from any other multiple dependent 
claim. See MPEP § 608.01 (n). Accordingly, the claims have not been further treated 
on the merits. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 5 recites the limitation "the thin film electrodes of the optical device 
according to claim T in lines 6 and 7 of the claim. Claim 2, however encompasses all 
of the limitations of claim 2 plus all the limitations of claim 1 . It is unclear and confusing 
as to which limitations of claim 2 are required in claim 5 since claim 2 includes 
limitations to thin film electrodes and also includes all the limitations of claim 1 . 

For the purposes of furthering prosecution, the Examiner will read "the thin film 
electrodes of the optical device according to claim 2" as "a plurality of thin film 
electrodes." 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Nakamura et al. (hereinafter Nakamura - US Pat. No. 6,985,424 B1). 

Regarding claim 1, Nakamura discloses an optical device wherein an optical 
component (Figure 3a, element 9) and a plurality of light emitting elements (elements 4a 
and 4b) are mounted on an identical substrate (1), a level of a surface on which the 
optical component is mounted is different from that of a surface on which the light 
emitting elements are mounted by a step provided on the substrate (see Figure 3b, 
elements 1 and 2 - note this height difference of element 1 in contrast to element 2), at 
least one plane vertical to the surface on which the optical component is mounted and 
located on a periphery of the substrate is opened (as seen in Figures 3a and 3b - note 
that the edge of the semiconductor plate (1) that is nearest to the laser chip is open as 
displayed in both figures), a reflecting surface, a transmitting surface or a diffraction 
grating surface of the optical component is provided along sides generated by the step 
provided in said substrate (Figure 4b, element 44 - this is a transmitting surface), 
optical axes of the plurality of light emitting elements of which polarization axes are in 
parallel with each other intersect with each other on the surface (see Figure 4b - note 
that light beams intersect at element 44; see also Figure 5a - note the intersection of 
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the laser beams), and an exit light beam of the light emitting elements is emitted from 
the opened plane (see Figure 3a). 

Regarding claim 2, Nakamura discloses all of the limitations of claim 1 as 
discussed in the claim 1 rejection above and further that thin film electrodes for 
electrically connecting with said plurality of light emitting elements are provided on the 
surface on which the light emitting elements are mounted and in a range surrounded by 
the optical axes of the light emitting elements and an intersecting point of the optical 
axes (see Figure 3a, elements 33 and 34 - see also Figure 5a - note the intersection of 
the laser beams). 

Regarding claim 5, Nakamura discloses an optical pickup comprising a light 
emitting element for recording/reproducing information on/from a recording medium disk 
(Figure 3a, elements 4a and 4b), a photo acceptance element to be a detector (5), and 
an optical component for conducting a detected light from the light emitting element to 
the photo acceptance element (9), wherein a plurality of thin film electrodes of the 
optical device according to claim 2 are placed at a position away from a center of the 
disk (33 and 34), an external wiring is directly connected to the thin film electrodes, and 
the external wiring is provided along an outer periphery of the disk of the optical pickup 
(see Figures 4a and 4c, element 42 - note that the wires (42) connect to the electrodes 
(pads - 33 and 34 in Figure 3a); see also Figure 6 - note the position of the optical 
head in relation to the optical disk as shown). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakamura et al. (hereinafter Nakamura - US Pat. No. 6,985,424 B1) in view of Cheong 
et al. (hereinafter Cheong - US Pat. No. 7,057,999 B2). 

Regarding claim 3, Nakamura discloses all of the limitations of claim 1 as 
discussed in the claim 1 rejection above. Nakamura fails to disclose a through-hole. 

Cheong discloses an optical device in which a photodetector and laser are 
mounted on the same substrate wherein a through-hole is formed in a part of said 
substrate, and a photo acceptance element for detecting an emitting light passing 
through said through-hole is provided (see abstract). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the optical device as disclosed by Nakamura with the 
photodetector in the through-hole as disclosed by Cheong, the motivation being to use 
all available space to make the optical device smaller. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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a. Takeda (JP 10-027374) discloses a semiconductor laser module that 
contains both a laser and a photodetector as well as external wiring from the chip 
to the optical pickup. 

b. Yonekubo (JP 10-021577) discloses an optical element that contains a 
laser and a photodetector that are each seated at different levels on the chip. 

c. Nakanishi et al. (US Pat. No. 6,257,772 B1) discloses a photodiode 
module that includes an optical fiber as well as a reflective surface and a 
photodetector. 

d. Setoguchi (US Pat. No. 6,467,972 B2) discloses an optical device that 
includes an optical fiber as well as a reflective surface and a photodetector. 

e. Itoph et al. (US Pat. No. 6,115,515) discloses an optical device mounting 

board with separate levels on the same surface for mounting optical elements to 

be used in an optical pickup. 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Adam R. Giesy whose telephone number is (571) 272-7555. The 
examiner can normally be reached on 8:00am- 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William R. Korzuch can be reached on (571) 272-7589. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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